
UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

 
SMARTFLASH, LLC, 
 
 Plaintiff, 
 
 v. 
 
U.S. PATENT AND TRADEMARK OFFICE, 
 
  Defendant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

Civil Action No. 22-1123 (BAH) 

 

DECLARATION OF CAITLIN TRUJILLO 

I, Caitlin Trujillo, declare pursuant to 28 U.S.C. § 1749 the following to be a true and 

correct:   

1. I am an Associate Counsel for the Office of General Law (“OGL”) within the Office 

of General Counsel at the United States Patent and Trademark Office (“USPTO”), headquartered 

at 600 Dulany Street, Alexandria, VA 22314.  I am also a Freedom of Information Act (“FOIA”) 

and a Privacy Act Officer for the USPTO. See 37 C.F.R. §§ 102.1(a) and 102.22(a)(6). for the 

USPTO.  See 37 C.F.R. § 102.1(a).  I have worked on FOIA matters at the request stage, appeal 

stage, and in litigation for over ten years. As a FOIA Officer for the USPTO from April 2022 to 

the present, my responsibilities include: (1) reviewing requests for access to USPTO records filed 

under the FOIA, 5 U.S.C. § 552 and the Privacy Act of 1974 (“PA”), 5.U.S.C. § 552a (2006); (2) 

assigning FOIA requests to FOIA Specialists for processing; (3) identifying offices within the 

USPTO (often referred to as “business units”) likely to possess responsive records; (4) liaising 

with business units to help identify specific custodians of records and collect responsive records; 

(5) reviewing responsive records and determining applicable FOIA/PA exemptions in accordance 

with the provisions of the FOIA, the PA,  and the USPTO regulations (37 C.F.R. §§ 102.1–102.34); 
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(6) reviewing correspondence related to requests; and (7) preparing responses to FOIA and PA 

requests. 

2. As a USPTO FOIA and Privacy Act Officer, I have authority to release and/or 

withhold records requested under the FOIA/PA and to explain the rationale for USPTO’s 

disclosure determinations.  The statements I make in this declaration are based on my review of 

the official files and records of the USPTO, my own personal knowledge, and/or information 

acquired by me through the performance of my official duties. 

3. Due to the nature of my official duties, I am personally familiar with the procedures 

that were followed by the USPTO in responding to Michael Casey’s FOIA request number F-21-

00071, appeal number A-2-00005, and remanded request number F-21-00225 and appeal number 

A-22-00006, which are at issue in the above-captioned action. I have also reviewed the relevant 

request and the documents related to it and have had discussions with other USPTO employees in 

the course of my official duties. 

DR. CASEY’S FOIA REQUEST 

4. On December 30, 2020, Dr. Casey submitted a request via email to 

FOIARequests@uspto.gov, seeking access to the following records related to the “Chat with the 

Chief—New PTAB Studies in AIA Proceedings: Expanded Panels and Trial Outcomes for Orange 

Book-listed Patents” which he referred to as Exhibit 1: 

Request #1:  

Page 7 of Exhibit 1 states that a “Suggestion [for Panel Expansion] must be in 
writing with reasons and basis for expansion.” Exhibit 1 states on page 10 that “the 
panel was expanded for case resource management” in “Apple Inc. v. Smartflash 
LLC—14 individual cases all administered by a 4-or 5-judge panel (see Case 
CBM2014-00102, et al.).” 

For any Smartflash case in the “14 individual cases” (as that term is used on page 
10). Requestor requests a copy of any of any document showing:  
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a. The suggestion for Panel Expansion (as that term is used on page 7).  
b. Who suggested the need for Panel Expansion and the reasons and/or basis for 

doing so;  
c. Who was on the original panel prior to the expansion of the panel;  
d. What criteria was used to decide which APJs to add to panel when the panel 

was expanded;  
e. What documents were considered when deciding to expand the panel; and  
f. Any objections to the expansion of the panel. 

 

Request #2:  

Page 8 states that “Early AIA practice expanded panels in families for case resource 
management” and that such a PTAB practice is “now discontinued.” Requester 
requests a copy of any document showing:  

a. What other panels were expanded “for case resource management” as that 
phrase is used on page 8 of Exhibit 1;  

b. Why the PTAB practice is “now discontinued” as that phrase is used on page 8 
of Exhibit 1; and  

c. When the “now discontinued” practice was discontinued. 

Request # 3:  

Requester requests (1) a copy of any documents showing what documents were 
considered when determining that any “panel was expanded for case resource 
management” in the “Apple Inc. v. Smartflash LLC” cases described on page 10 of 
Exhibit 1 and (2) to the extent that the considered documents are not part of the 
E2E system as part of the proceedings of the “Apple Inc. v. Smartflash LLC” cases 
described on page 10 of Exhibit 1, copies of the considered documents. 

Request # 4:  

For any CBM Review in which Smartflash was a party that is not part of the “14 
individual cases” (as that term is used on page 10). Requestor requests, to the extent 
that they exist a copy of any document showing:  

a. Any suggestion for Panel Expansion (as that term is used on page 7)  
b. Who suggested the need for panel expansion and the reasons and/or basis for 

doing so;  
c. Who was on the original panel prior to the expansion of the panel;  
d. What criteria were used to decide which APJs to add to the panel when the 

panel was expanded;  
e. What documents were considered when deciding to expand the panel; and  
f. Any objections to the expansion of the panel.  

Dr. Casey agreed to pay up to $500 in fees. ECF No. 1- 3. 
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USPTO’S RESPONSES TO DR. CASEY’S FOIA REQUEST 

5. On February 23, 2021, the FOIA Office sent an acknowledgement letter to Dr.  

Casey and provided him with the tracking number F-21-00071.  

6. On May 10, 2021, the FOIA Office provided a determination to Dr. Casey’s 

request. FOIA Officer Dorothy Campbell indicated that the Agency had located a 12-page 

spreadsheet and partially withheld certain columns of information under the deliberative process 

privilege recognized under Exemption 5. ECF No. 1-6.  

7. On August 9, 2021, Dr. Casey appealed the FOIA Office’s search and withholdings. 

Ex. A.  

8. On that same day, the Office of General Counsel sent an acknowledgement letter 

to Dr. Casey and assigned it the tracking number A-21-00005.  

9. On September 7, 2021 the Acting Deputy General Counsel for General Law, Stacy 

Long, partially remanded and partially denied Dr. Casey’s Appeal. She upheld the application of 

Exemption 5 to the notes, SOP 1.III.A.1, SOP.1.III.A.2, and Reason columns of the spreadsheet. 

She, however, indicated the agency had located additional records on appeal and was remanding 

these records for the FOIA Office to process. Ms. Long also informed Dr. Casey that his appeal 

was untimely. As a courtesy, she nonetheless, adjudicated his appeal.  

10. On September 28, 2021, the FOIA Office sent Dr. Casey an acknowledgement letter 

for the remanded portion of his appeal and assigned it the tracking number F-21-00225.  

11. On October 5, 2021, FOIA Officer Dorothy Campbell, provided the FOIA Office’s 

determination on the remanded appeal. She partially released 55-pages of additional records under 

Exemption 6 and the deliberative process privilege recognized under Exemption 5. ECF No. 1-7. 

12. On December 30, 2021, Dr. Casey filed another appeal, again contesting the 

agency’s search and withholdings. Ex. B. 
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13. On January 4, 2022, the Office of General Counsel sent Dr. Casey an 

acknowledgement letter and assigned it the tracking number A-22-0006.  

14. On January 31, 2022, the Deputy General Counsel for General Law, David 

Shewchuk upheld the agency’s search. He directed the FOIA Officer to lift redactions on one-page 

of records but otherwise upheld the FOIA Office’s withholdings. ECF No. 1-8. 

15. On April 25, 2022, the Plaintiff, Smartflash, filed the instant lawsuit alleging that 

the agency did not conduct a reasonable search and improperly withheld information in response 

to Dr. Casey’s FOIA Request. ECF No. 1. 

16.  Shortly after discussing the case with Dr. Casey and undersigned counsel, I 

discretionarily waived the deliberative process privilege on a substantial amount of material and 

made a supplemental production on November 14, 2022.  

17. I have further discretionarily waived the deliberative process privilege, and am 

making another supplemental production of even more material that was previously redacted, 

today.  

USPTO’S SEARCH FOR RESPONSIVE RECORDS 
 

18. Plaintiff’s FOIA request was assigned to USPTO FOIA Specialist Traci Alexander 

for processing.   

19. Based on the nature of Plaintiff’s FOIA request, the USPTO FOIA Office staff 

determined that all responsive records would likely be located within the Patent Trial and Appeal 

Board (PTAB). PTAB responsibilities include: conducting trials; including inter partes, post-grant, 

and covered business method patent reviews and derivation proceedings; hearing appeals from 

adverse examiner decisions in patent applications and reexamination proceedings, and rendering 

decisions in interferences.  
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20. On April 5, 2021, Ms. Alexander sent a search request to Lead PTAB Judge Scott 

Moore, who serves as the FOIA coordinator for PTAB.  A FOIA coordinator is responsible for 

identifying custodians in his or her business unit that are reasonably likely to have responsive 

records and making sure the records are sent to the FOIA Specialist.  Mr. Moore was responsible 

for forwarding the request to relevant personnel who may be custodians of responsive records.   

21. Mr. Moore explained to the FOIA Office that it was not likely that there would be 

many records that would be responsive to Dr. Casey’s request. He noted that Dr. Casey’s request 

was based on a misunderstanding of how cases were paneled and directed primarily to documents 

that were not typically created at the time the Smartflash cases were pending. The basis of Dr. 

Casey’s request was based on the policy that existed in 2018 at the time of the “Chat with the 

Chief” presentation, that panel expansion must be in writing with reasons and the basis for 

expansion described. This policy did not exist at the time of the Smartflash cases which were in 

2014. Additionally, Smartflash panel expansion was done for case resource management, and not 

one of more complex, substantive reasons that the slides describe including; statutory 

interpretation issues, petition requirements, motion procedure, sanctions (pp 18-23). Moreover, 

PTO no longer uses this justification for panel expansion. 

22. Nonetheless, Judge Moore, sent a short summary of the request along with a copy 

of the request to Chief Judge Scott Boalick, Deputy Chief Jaqueline Judge Bonilla, Vice Chief 

Judges Scott Weidenfeller, Micheal Kim, and Janet Gongola on April 7, 2021 and asked that they 

search their records for responsive documents. He generally sends FOIA requests to management 

to seek guidance of where to search for responsive records (because of their institutiona l 

knowledge). Additionally, repaneling and expanded panels are approved by PTAB management 

so if records existed it was likely that one of them would know about them.  
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23. The FOIA request pertained to a study that was authored by Judges Michelle 

Ankenbrand and Jason Repko. Judge Moore contacted these judges to ask them to assist with the 

search for responsive records on April 12, 2021. He provided them with a copy of the FOIA request 

and a summary of the requested materials and asked them for input on what types of records the 

Board might have, and who other than them might have responsive records. It turned out that Judge 

Repko only worked on the “Orange Book” portion of the study, which was not relevant to Dr. 

Casey’s request and did not have any responsive records. Judge Ankenbrand looked through her 

own records for records related to panel expansion as well as the PTAB Expanded Panels mailbox 

(which would have received any written expanded panels request post 2015 when it was created).  

She provided him with one responsive record (the spreadsheet underlying the panel expansion 

study) and indicated that she was unable to find any additional records and was not aware of any 

other responsive records in existence.  

24. Judge Moore also reviewed the cases files of each Smartflash proceeding for any 

responsive documents that could be responsive to the request. He was unable to locate any 

responsive records.  

25. On April 22, 2021, Judge Moore followed up with Chief Judge Boalick, Deputy 

Chief Judge Bonilla, Vice Chief Judges Gongola and Tierney to inform them that the only record 

that had been located thus far was the spreadsheet from Judge Ankenbrand. They indicated that 

they were unable to find any additional information. He then provided this record to Ms. Alexander 

for processing.  

26. On April 26, 2021, Judge Moore contacted Kimberly Jordan, the Chief Trial 

Administrator at PTAB with oversight of paneling (who had been previously out of the office). He 

asked her to search her records for panel expansion in the Smartflash cases. She also searched the 
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PTAB files on these cases and informed him on April 27, 2021, that she did not find anything 

related to expanded panels in these cases.  

27. On August 31, 2021, after Judge Moore had been informed of Dr. Casey’s 

administrative appeal, he contacted Chief Judge Boalick, Deputy Chief Judge Bonilla, and Vice 

Chief Judges Tierney and Gongola and Judge Ankenbrand and asked them to search their records 

again.  

28. Additionally, he reached out to Judge Miriam Quinn, who was serving as Vice 

Chief Judge as the time the relevant cases were repaneled, and who was involved in the relevant 

repaneling decisions, to search her records. At Judge Quinn’s suggestion he also contacted Judge 

Barbara Benoit to search her records.  

29. The Chief Judge Boalick, Deputy Chief Judge Bonilla, and Vice Chief Judges 

Tierney and Gongola and Judges Ankenbrand, Quinn, and Benoit reviewed their records (most of 

them for the second time) for responsive materials and located some potentially responsive emails.  

30. Judge Moore sent these emails and historical versions of Standard Operating 

Procedure 1 (which he did not think were necessarily responsive but thought might be helpful to 

the requester) to the Office of General Law, which was adjudicating the administrative appeal.  

31. On October 1, 2021, after the appeal had been remanded, Judge Moore sent these 

records to FOIA Officer Dorothy Campbell for processing.  

32. There are no other locations likely to contain responsive agency records. 

 

ORGANIZATION OF THE VAUGHN INDEX 
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33. Pursuant to the requirements set forth in Vaughn v. Rosen, 484 F.2d 820 (D.C. Cir.  

1973), a Vaughn Index accompanies this declaration, the Vaughn Index provides a description of 

each redaction and the corresponding FOIA exemption applied. 

34. The Vaughn index is in a table format. The first column contains describes the 

document location (i.e. which exhibit), the second column describes the document type (i.e. email 

chain or spreadsheet), the third column describes who the email was from or who created the 

spreadsheet, the fourth column describes who the email is too or who the audience of the 

spreadsheet is, the fifth column describes the subject of the email or the title of the spreadsheet, 

the sixth column provides the date, and the seventh and eighth columns describe the Exemption 

and the justification for withholding. 

JUSTIFICATION FOR NON-DISCLOSURE UNDER FOIA EXEMPTION 5  
U.S.C. § 552(b)(5)—PRIVILEGED INFORMATION 

 
35. Exemption 5 protects "inter-agency and intra-agency memorandums or letters 

which would not be available by law to a party other than an agency in litigation with the agency."  

The privileges or communications protected by this exemption include the deliberative process, 

attorney-client, and attorney work-product privileges.  The courts have construed this language to 

exempt those documents that are normally privileged in the civil discovery context. 

36. In this case, the USPTO asserted Exemption 5 to one email, and the notes  

columns (k) on the following rows of the expanded panels study spreadsheet: the Samsung cases 

(row 15& 16, the notes in these rows are identical); St. Jude Medical case (row 21); the TRW 

Automotive cases (rows 49-53, the notes in these rows are identical); the Corning Incorporated 

cases (rows 164-173, the notes in these rows are identical); and the TRW Automotive cases (row 

224-236, the notes in these rows are identical). The withheld information contains analysis, 

impressions, opinions, and recommendations from PTAB judges. 
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37. The USPTO invoked the deliberative process privilege over portions of  

records that are internal, deliberative, and pre-decisional and are an integral part of the agency's 

decision-making process.  The withheld information consists of an internal email and notes in a 

spreadsheet.  The contents of the material are predecisional because they occurred before the 

relevant final decisions were made. With regard to the portion of one email that the agency is 

withholding, it was sent prior to a final decision being made about the final makeup of the 

Smartflash panels. This in information is deliberative because it occurred during the consultative 

process and reflects one employees’ recommendation regarding the makeup of a panel to the 

agency decision makers. With regard to the spreadsheet notes, this information is predecisional 

because it was drafted as part of an evaluative study in the context of a future change in policy and 

was compiled before the Agency made any final findings or conclusions. It is deliberative because 

the portions that the USPTO has redacted reflect the employee’s impressions and analysis about 

what or may not have happened on cases that were decided years prior. She then shared this 

spreadsheet internally and ultimately provided a presentation about some of her findings and 

PTAB policy.  

38. To disclose this information would reveal internal deliberations among government  

personnel, namely, discussions of internal recommendations and opinions.  Disclosure would 

jeopardize the candid and comprehensive discussions that are essential for efficient and effective 

agency decision-making. PTAB judges must be able to discuss agency decisions and changes in 

policy without fearing that these sensitive internal communications will be released publicly. 

Otherwise, they will not be able to perform their duties in a forthright, diligent, and effective 

manner.  

FOIA EXEMPTION 6 (5 U.S.C.  § 552(b)(6)) – CLEARLY UNWARRANTED  
INVASION OF PERSONAL PRIVACY 
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39. 5 U.S.C. § 552(b)(6) exempts from disclosure personnel and medical files and 

similar files when the disclosure of such information would constitute a clearly unwarranted 

invasion of personal privacy.  When asserting this exemption, each piece of information is 

scrutinized to determine the nature and strength of the privacy interest of any individual whose 

name and/or identifying information appears in the documents at issue. In withholding any 

information, each individual's privacy interest was balanced against the public's interest in 

disclosure.  In making this analysis, public interest information was determined to be information 

which would shed light on the federal government's performance of its statutory duties.  In each 

instance where information was withheld, it was determined that individual privacy rights 

outweighed the public interest. 

40. The USPTO applied Exemption 6 to withhold those portions of records that 

contained information about an employee’s vacation plans and discussion of another employee’s 

performance metrics.  The application of this exemption was appropriate because employees have 

a strong privacy interest in what they do when they are not on government time and employees 

have a strong privacy interest in their performance. In addition, the requester has provided no 

public interest in disclosure. The withheld information does shed light on or contribute 

significantly to public understanding of the operations or activities of the USPTO.  

FOIA IMPROVEMENT ACT 

41. The FOIA Improvement Act of 2016 codified the Department of Justice’s foreseeable  

harm standard which required USPTO (and all federal agencies) to only withhold information 

when the agency could reasonably foresee that disclosure would harm an interest protected by an 

exemption or disclosure is prohibited by law.  

42. USPTO reasonably foresees that disclosure of the information withheld pursuant to  
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Exemption 5 would harm the expression of candid recommendations and opinions between PTAB 

judges and their colleagues and management which would cause a chilling effect on internal 

communications. This chilling effect would seriously diminish PTAB’s ability to perform its duty 

and to effectively and efficiently administer the law and issue well-reasoned decisions. PTAB is 

the subject of significant media attention and nearly every decision they make is intensely debated 

in the patent community. If sensitive internal, predecisional and deliberative communications by 

PTAB judges were released and subjected to public scrutiny, it would stifle the free flow of 

information within PTAB.  Instead of focusing on providing cogent analysis, recommendations, 

opinions, or debate, PTAB officials would temper their discussions with the knowledge that their 

views may very well be made public.  Disclosure also presents a significant risk of confusing the 

public, causing it to conflate one employee’s opinions or impressions with the agency’s final 

decision.  

SEGREGABILITY 

43. The FOIA requires that agencies conduct a segregability review to ensure that all  

responsive nonexempt information is provided to the requester.  

44. USPTO conducted a diligent line-by-line review of all responsive material to identify and  

release information that was either non-exempt or that qualified for discretionary waiver. Where 

exempt information was reasonably segregable from nonexempt information, USPTO redacted 

only the exempt information and produced the rest.  The USPTO has determined that the only 

information that has been withheld could not be further segregated without disclosing information 

that warrants protection under the law pursuant to Exemptions 5 or 6 and would result in 

reasonably foreseeable harm to the interests protected by those Exemptions if released.  
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* * * 
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I declare under penalty of perjury that the foregoing is true and correct and to the best of my 

knowledge and belief.  

 

Signed November 23, 2022.  

 

CCaitlin Trujillo 
FOIA Officer 
Office of General Law 
United States Patent and Trademark Office 
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f. Any objections to the expansion of the panel

Apparently in response thereto, the USPTO provides (as pages 2 to 12 of the Final 
Agency Response Documents (FARD) a spreadsheet (in PDF form) showing a number of Patent 
Trial and Appeal Board (PTAB) cases for which expanded panels were seated.  However, given 
that a large number of the listed cases were filed years after the expanded panels were seated in 
the Smartflash cases, which were the subject of the request, it stands to reason that there are 
earlier versions of those documents that may reflect (1) an indication of the time at which the 
decision was made given that it could have been no earlier than the date that any IPR/CMB listed 
was filed (as its IPR/CBM number would not yet have been assigned) and (2) alternate 
information in the redacted columns with respect to the Smartflash cases and other cases.

To the extent that any other version of this spreadsheet is available that reflects 
information related to any Smartflash case that is different than the information provided in 
unredacted copies of the spreadsheet provided in the FARD, Requestor requests that copies of 
such versions be provided (and in unredacted form) for the reasons set forth below.

Furthermore, there are a number of classes of documents for which no documents, even 
in redacted form, were provided.  For example, to the extent that unproduced documents exist 
that relate to any of Requestor’s requests, Requestor does not waive the request for those 
documents and again submits that they should be provided.  For example, as not all the 
Smartflash cases were assigned to expanded panels at the same time, the USPTO should have 
produced in response to Request #4 “Any Suggestion for Panel Expansion” for the later 
Smartflash cases as well.

II. The USPTO has Overly Excluded the Portions of the Documents Redacted under 
Exemption 5

As seen on pages 2-12 of the FARD, the USPTO has redacted under the Exemption 
(b)(5) deliberative process privilege the following columns for all entries in the spreadsheet: 
Notes, SOP 1 III.A.1 (exceptional importance) (Y/N), SOP 1 III.A.2 (maintain uniformity) (Y/N), 
and Reason.  However, none of the redacted information is subject to Exemption 5, and certainly 
not under the FOIA Improvement Act of 2016.

The FAR Letter asserts that “The USPTO has identified information that is responsive to 
your request and are releasable. Portions of these documents however have been redacted 
pursuant to Exemption (b)(5) of the FOIA.”  Letter at 2.  However, all of the cited cases pre-date 
the FOIA Improvement Act of 2016 and its more permissive standards.  Each of the two 
produced documents should be produced at least in a less redacted form for the reasons set forth 
below.

A. Unidentified Document 1

The FARD includes what appears to be a one-page document that has been redacted in its 
entirety. Without any information provided in that document, it is not possible for Requestor to 
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know if the document is properly being withheld, nor is it possible for a reviewing court to know, 
without a time consuming in camera review, whether the document is properly being withheld.  
See Spirko v. U.S. Postal Service, 147 F.3d 992, 997 (D.C. Cir. 1998) (“in camera inspection 
place a substantial burden on judicial resources"). Accordingly, the document must be presumed 
to be improperly withheld. To put the withheld document in context, it does not provide any 
indication of its date such that it can even be alleged to be pre-decisional.  That alone indicates 
that the document is being improperly withheld.

Similarly, the complete redaction does not provide any context of to whom it was sent 
and who the author is.  Both of those omissions again point to an improper withholding and one 
that would provide a court with ample precedent to find that the document was being improperly 
withheld.  For example, in Elec. Frontier Found. v. United States Dep't of Justice, 826 F.Supp.2d 
157, 167-168 (D. D.C. 2011), the Court found that 

Many of the descriptions provided in the DOJ components' Vaughn submissions 
are too vague for the Court to determine whether the components' properly 
applied the deliberative process privilege to the withheld documents. It bears 
emphasizing at the outset that “[t]he need to describe each withheld document 
when Exemption 5 is at issue is particularly acute because ‘the deliberative 
process privilege is so dependent upon the individual document and the role it 
plays in the administrative process.’”

Indeed, without the author and recipient information, a Court could fairly assume that the 
withheld document is not pre-decisional but rather a post-decisional account by a superior 
directing subordinates to carry out a policy that had been decided.  As noted by the Court in 
Hunton & Williams LLP v. EPA, 346 F. Supp. 3d 61, 79 (D.D.C. 2018), “Directives from 
decisionmakers are not covered by the deliberative process privilege. See Coastal States Gas 
Corp., 617 F.2d at 866 (instructions to staff not covered by the deliberative process privilege).
(Internal quotation marks omitted). 

Furthermore, as a Court recently found, even seemingly pre-decisional documents are not 
entitled to protection under Exemption 5 if there was no decision to be made and the document 
was produced as “cover” for the agency’s action.  In Citizens for Responsibility and Ethics in 
Washington v. U.S. DOJ, _____. (D.C.D.C 2021) (hereinafter “CREW”), the Court found:

The redacted portions of Section I reveal that both the authors and the recipient of 
the memorandum had a shared understanding concerning whether prosecuting the 
President was a matter to be considered at all. In other words, the review of the 
document reveals that the Attorney General was not then engaged in making a 
decision about whether the President should be charged with obstruction of 
justice; the fact that he would not be prosecuted was a given.

Indeed, here too it may be assumed that the author and the recipient(s) may have had an 
understanding that it “was a given” the panel was to be expanded, and the withheld document 
therefore is not pre-decisional at all.  
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In fact, the complete redaction of the document is beyond being supportable as Requestor 
cannot be sure that it is even a USPTO document at all.  In the context of one of the most 
famously contested document in the CREW case, the DOJ did not redact as much from its memo 
as the USPTO has from the completely redacted copy shown in page 1 of the FARD.  For 
reference, the redacted version of the Memorandum at issue in the CREW case provided date, 
recipient, author and non-exempt context as shown below.
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B. Spreadsheet on Pages 2 to 12

As seen on pages 2-12 of the FARD, the USPTO has redacted under Exemption 5 the 
following columns for all entries in the spreadsheet: Notes, SOP 1 III.A.1 (exceptional 
importance) (Y/N), SOP 1 III.A.2 (maintain uniformity) (Y/N), and Reason.  However, none of 
the redacted information is subject to Exemption 5, and certainly not under the FOIA 
Improvement Act of 2016.

The two SOP columns do not reflect any deliberative process but rather reflect the final 
decision of the USPTO as to whether the case reflects either of the two decisions that the PTAB 
is supposed to make about each of the cases before it.  "To qualify for the deliberative process 
privilege, an intra-agency memorandum must be both pre-decisional and deliberative." Abtew, 
808 F.3d at 898 (citing Coastal States Gas Corp. v. Dep't of Energy, 617 F.2d 854, 866 (D.C. Cir. 
1980)); see also Hall & Assocs. v. EPA, 956 F.3d 621, 624 (D.C. Cir. 2020). "Documents are 
'predecisional' if they are 'generated before the adoption of an agency policy,' and 'deliberative' if 
they 'reflect[] the give- and-take of the consultative process.'" Judicial Watch, Inc., 847 F.3d at 
739 (alteration in original) (quoting Pub. Citizen, Inc. v. Off. of Mgmt. & Budget, 598 F.3d 865, 
874 (D.C. Cir. 2010)).  Here, the two SOP columns are neither as they reflect the binary 
decisions themselves as to whether the respective cases have exceptional importance or whether 
an expanded panel is needed to maintain uniformity.  Moreover, they do not represent any “give-
and-take” but rather the decisions themselves.

As to the Notes and Reasons column, they too need not be reflective of any pre-
decisional “give and take,” and those columns too should be provided in unredacted form.

III. Exemption 5 is No Longer Applicable Given the USPTO’s Waiver through Prior 
Disclosure in Explaining Why the Smartflash Panels were Expanded

The USPTO has waived Exemption 5 through prior disclosure.  The Court has held that
“an exemption can serve no purpose once information [. . .] becomes public."  See Cottone v. 
Reno, 193 F.3d 550, 555 (D.C. Cir. 1999).

Waiver through prior disclosure occurs when the following three elements have been 
met:  the information requested (1) must be as specific as the information previously released, (2) 
must match the information previously disclosed, and (3) must have already have been made 
public through an official and documented disclosure under circumstances allowed by an 
authoritative government official.  See ACLU v. DOD, 628 F.3d 612, 620-21 (D.C. Cir. 
2011)(noting that the requested information must have been made public through an “official and 
documented disclosure”); see also New York Times Co. v. DOJ, 756 F.3d 100, 115 (2d Cir. 2014) 
(concluding that Exemptions 1 and 5 were waived for portions of document containing legal 
analysis, where numerous public statements provided context and where the government has 
made "public and detailed analysis of nearly all the legal reasoning contained in the withheld 
document").  The “public” requirement is satisfied when the specific information sought has 
already been disclosed and preserved in a permanent public record.  See Students Against 
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Genocide v. Dep't of State, 257 F.3d 828, 836 (D.C. Cir. 2001) (emphasizing that "for the public 
domain doctrine to apply, the specific information sought must have already been 'disclosed and 
preserved in a permanent public record'").  

The USPTO has waived Exemption 5 through prior disclosure of information explaining 
why the Smartflash panels were expanded, in the form of a presentation that is documented and 
publicly available through their website in the form of a PowerPoint presentation.  The 
presentation is entitled, “Chat with the Chief – New PTAB Studies in AIA Proceedings:  
Expanded Panels and Trial Outcomes for Orange Book-listed Patents,” dated March 13, 2018
and was filed as Exhibit 1 with the original request.  Slides 5 through 30 focus on the topic of 
expanded panels, making up half of the presentation and providing an in-depth analysis of the 
expanded panel decision. 

The information requested matches the specificity of the disclosed information.  The 
Requestor has requested information pertaining to the suggestion for panel expansion, a topic 
that is addressed in the slides.  See Slide 7 “Suggestion for Panel Expansion”; see also Slide 10 
(mentions Smartflash as a case where the panel was expanded for “case resource management”).  
The Requestor has also requested information pertaining to who suggested the need for the panel
expansion and the reason for the suggestion.  See Slide 6 “Reasons for Panel Expansion”; see 
also Slide 8 (titled “Current Expanded Panel Practice,” this slide states that “all expanded panel 
decisions explain the basis for expansion”).  Other information requested includes who was on 
the original panel prior to the expansion, what criteria were used to decide which APJ’s to add to 
the expanded panel, and what documents were considered in the decision.  See Slide 6 “Reasons 
for Panel Expansion”; see also Slide 10 “Methodology.” Accordingly, the information requested 
matches with the information that has been previously disclosed, as the disclosed information 
must “duplicate the information [the plaintiff] has requested.”  Am. Civil Liberties Union v. CIA, 
109 F. Supp. 3d 220, 241 (D.D.C. 2015).

The slides are an official and public disclosure made by the USPTO and published on 
their website as a matter of public record that has clearly been authorized by the USPTO.  Within 
the slides, there are explicit instructions on how to locate the slides on the USPTO public website 
with step-by-step instructions and corresponding images illustrating the web pages and where the 
viewer must click to access the information.   See Slide 3 (titled “Slide Location”).  

FOIA requestors have an equal right to information.  Courts have repeatedly shown they 
are likely to find that a waiver of an exemption has occurred when the prior disclosure was 
“selective” and resulted in unfairness.  See, e.g., Natural Res. Def. Council v. DOD, 442 F. Supp. 
2d 857, 865-66 (rejecting agency’s exemption argument where evidence of selective disclosure 
and preferential treatment was substantial).  Courts will strongly consider the overall fairness of 
the prior disclosure in question, where preferential treatment will “[waive] any otherwise 
applicable FOIA exemption since FOIA does not permit selective disclosure of information only 
to certain parties.”  Natural Res. Def. Council v. DOD, 442 F. Supp. 2d 857, 866 (C.D. Cal.); see 
also DOD v. FLRB, 510 U.S. 487, 495-97 (1994) (explaining that "all FOIA requesters have an 
equal, and equally qualified, right to information").  
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In their prior disclosure, the USPTO stated, “all expanded panel decisions explain the 
basis for expansion.”  See Slide 8 (titled “Current Expanded Panel Practice”) and Slides 60-68 
(“Appendix of Expanded Panel Cases”) waiving as to numerous other cases; see also General 
Plastic Industrial Co., Ltd., v. Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 (September 6, 
2017)(explaining the expansion of the panel was warranted due to the “exceptional nature of the 
issues presented.”); Facebook Inc. v. Skky, LLC, CBM2016-00091, Paper 12 (September 28, 
2017)(deciding to exercise discretion to expand the panel “due to the nature of the issue 
Petitioner present[ed].”) Yet Smartflash was not given such an explanation as to the basis for the 
panel expansion in their case.  Given that Smartflash was not given such information nor given 
such information as a result of its FOIA request, it is clear that the case was treated differently 
than other similarly situated parties who, according to the USPTO itself, clearly did receive an 
explanation as to the basis for why the panel was expanded.  This selective disclosure and 
preferential treatment is exactly the kind of conduct that will prompt a court to waive any 
otherwise applicable FOIA exemption, including Exemption (b)(5).

Because the information requested is as specific as, and matches, that which has been 
publicly disclosed through official and documented disclosure, the USPTO has waived 
Exemption 5 through prior disclosure and may not rely on the exemption to withhold the 
requested information. Further, the prior disclosure at issue is selective and unfair, and such 
preferential treatment will result in a waiver of FOIA exemptions.

Secondarily, even if some portions of the requested information were determined to be 
exempt, FOIA provides that “any reasonably segregable portion of a record shall be provided to 
any person requesting such record after deletion of the portions which are exempt.”  5 U.S.C. § 
552(b).  The Court has noted that district courts “cannot approve withholding exempt documents 
‘without making an express finding on segregability.’”  Amadis v. US Dep’t of State, 971 F.3d 
364 (D.C. Cir. 2020)(citing Morley v. CIA, 508 F.3d 1108, 1123, 378 U.S. App. D.C. 411 (D.C. 
Cir. 2007). The USPTO’s withholding of entire documents is improper, even if portions of the 
documents were found to be exempt, as there is no evidence to show that the USPTO 
appropriately considered the segregation of non-exempt, factual portions of the documents.  This 
level of specificity is required by the FOIA Improvement Act’s foreseeable harm standard, to be 
discussed below.  

IV. The USPTO Cannot Meet the Enhanced Requirements of the FOIA Improvement Act 

The USPTO cannot properly redact the information in the FARD as it cannot meet the 
FOIA Improvement Act’s foreseeable harm standard.  As the court found in Ctr. for Investigative 
Reporting v. U.S. Customs & Border Prot., 436 F.Supp.3d 90 (D. D.C. 2019):

Consistent with Congress's concern about agencies' over-withholding under 
Exemption 5, nearly all of the few decisions to have addressed the new 
foreseeable-harm requirement at any length have done so when considering the 
Exemption 5 deliberative-process privilege.  Three key principles may be gleaned 
from those decisions, which though non-binding are persuasive, as guiding 
application of the foreseeable-harm requirement. First and foremost, the 
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foreseeable-harm requirement "impose[s] an independent and meaningful burden 
on agencies." NRDC v. EPA , No. 17-CV5928 (JMF), 2019 WL 3338266, at *1 
(S.D.N.Y. July 25, 2019) ; see also, e.g. , Judicial Watch I, 375 F. Supp. 3d at 100 
(describing the new foreseeable-harm requirement as a "heightened standard").

By citing only pre-FOIA Improvement Act cases, it is clear that the USPTO has 
not imposed upon itself a “heightened standard.” Furthermore, given that all the 
Smartflash cases have now terminated, and given that the USPTO has already publicly 
provided reasons for the creation of the expanded panel, the USPTO cannot actually 
identify any foreseeable harm.  The Court discussed this foreseeable harm standard when 
it stated:

Second, to meet this independent and meaningful burden, an agency must 
"identify specific harms to the relevant protected interests that it can reasonably 
foresee would actually ensue from disclosure of the withheld materials" and 
"connect[ ] the harms in [a] meaningful way to the information withheld." 
Judicial Watch II , 2019 WL 4644029, at *5 ; see H.R. REP. NO. 114-391, at 9 
("An inquiry into whether an agency has reasonably foreseen a specific, 
identifiable harm that would be caused by a disclosure would require the ability to 
articulate both the nature of the harm and the link between the specified harm and 
specific information contained in the material withheld.").

As a result, Requestor should be provided copies of all requested documents without 
redactions for the reasons discussed above. 

Sincerely,

OBLON, McCLELLAND,
MAIER & NEUSTADT, L.L.P.

Michael R. Casey, Ph.D.

MRC/cje
Enclosures: Copies of Original Request and Final Agency Response as Appendices 1 and 2
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From: Michael R. Casey, Ph.D.
To: "FOIARequests@uspto.gov"
Cc: Christopher J. Evans; "{F6250520}.iManageDB@dms.oblon.com"
Subject: FOIA Request (Oblon ref: 526934US)
Date: Thursday, December 31, 2020 12:28:01 PM
Attachments: image92640e.PNG

Exhibit 1 - chat_with_the_chief_march_2018.pdf

USPTO FOIA Officer
United States Patent and Trademark Office
PO Box 1450
Alexandria, VA 22313-1450
 

Freedom Of Information Act Request
 
            The undersigned hereby submits a request for documents under the Freedom of
Information Act to be returned to:
 

Michael R. Casey
Partner

Oblon McClelland Maier & Neustadt, LLP
1940 Duke St.

Alexandria, VA 22314
 
            A response can be sent via email in addition to or in lieu of a written response to:
 

mcasey@oblon.com
oblonpat@oblon.com

 
A number of the Requests will reference Exhibit 1 entitled “Chat with the Chief -- New PTAB
Studies in AIA Proceedings: Expanded Panels and Trial Outcomes for Orange Book-listed
Patents” which is dated March 13, 2018, which is attached to this email and will be referred to
herein simply as “Exhibit 1.” 
 
Waiver of Information Under the Deliberative Process Privilege
 
Exhibit 1 states on page 10 that “the panel was expanded for case resource management” in
“Apple Inc. v. Smartflash LLC –14 individual cases all administered by a 4-or 5-judge panel
(see Case CBM2014-00102, et al.).”  Page 8 states that “Early AIA practice expanded panels
in families for case resource management” and that such a PTAB practice is “Now
discontinued.”  Moreover, as noted on page 2 of Exhibit 1, one of the co-authors of Exhibit 1
was David P. Ruschke, Chief Administrative Patent Judge, such that the disclosure of the
information within Exhibit 1 is an “official” disclosure for the purposes of FOIA.  Thus,
Requestor submits that any documents related to why a panel was expanded, especially where
it relates the “14 individual cases all administered by a 4-or 5-judge panel (see Case
CBM2014-00102, et al.)” as that phrase is used in Exhibit 1, are not covered under the
Deliberative-Process Privilege and should be provided as part of these requests.
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Request #1
 
Page 7 of Exhibit 1 states that a “Suggestion [for Panel Expansion] must be in writing with
reasons and basis for expansion.”  Exhibit 1 states on page 10 that “the panel was expanded
for case resource management” in “Apple Inc. v. Smartflash LLC –14 individual cases all
administered by a 4-or 5-judge panel (see Case CBM2014-00102, et al.).”  
 
For any Smartflash case in the “14 individual cases” (as that term is used on page 10),
Requestor requests a copy of any document showing:

a.         The Suggestion for Panel Expansion (as that term is used on page 7);
b.         Who suggested the need for the Panel Expansion and the reasons
and/or basis for doing so;
c.         Who was on the original panel prior to the expansion of the panel;
d.         What criteria were used to decide which APJs to add to panel when the
panel was expanded;
e.         What documents were considered when deciding to expand the panel;
and
f.          Any objections to the expansion of the panel.
 

 
Request #2
 
Page 8 states that “Early AIA practice expanded panels in families for case resource
management” and that such a PTAB practice is “Now discontinued.”  Requestor requests a
copy of any document showing:

a.                   What other panels were expanded “for case resource management” as that
phrase is used on page 8 of Exhibit 1;

b.                  Why the PTAB practice is “Now discontinued” as that phrase is used on page
8 of Exhibit 1; and

c.                   When the “Now discontinued” practice was discontinued.
 
Request #3
 

Requester requests (1) a copy of any documents showing what documents
were considered when determining that any “panel was expanded for case
resource management” in the “Apple Inc. v. Smartflash LLC”  cases described
on page 10 of Exhibit 1 and (2) to the extent that the considered documents
are not part of the E2E system as part of the proceedings of the “Apple Inc. v.
Smartflash LLC”  cases described on page 10 of Exhibit 1, copies of the
considered documents.

 
Request #4
 
For any CBM Review in which Smartflash was a party that is not part of the “14 individual
cases” (as that term is used on page 10), Requestor requests, to the extent that they exist, a
copy of any document showing:

a.         Any Suggestion for Panel Expansion (as that term is used on page 7);
b.         Who suggested the need for the Panel Expansion and the reasons
and/or basis for doing so;
c.         Who was on the original panel prior to the expansion of the panel;
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d.         What criteria were used to decide which APJs to add to panel when the
panel was expanded;
e.         What documents were considered when deciding to expand the panel;
and
f.          Any objections to the expansion of the panel.
 

 
 
Questions about the request can be made by return email or by telephone to 571-278-6379.
 
The undersigned indicates that he will pay reproduction costs up to $500 without the need for
additional confirmation and requests that he be provided with an estimate of any costs if they
are believed to be above $500.
 
/ Michael R. Casey /
Michael R. Casey
Reg. No. 40,294
 
 

Michael R. Casey, Ph.D.
Partner

1940 Duke Street, Alexandria, Virginia 22314
Phone:703-412-6011 | Fax: 703-413-2220
MCasey@oblon.com | www.oblon.com 

This email message is for the sole use of the intended recipient(s) and may contain confidential and
privileged information. Any unauthorized review, use, disclosure or distribution is prohibited. If you are not
the intended recipient, please contact Oblon by reply email and destroy all copies of the original
message.
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APPENDIX 2 
 

(Final Agency Response) 
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Office of General Law

May 10, 2021

VIA EMAIL
Dr. Michael Casey
1940 Duke Street
Alexandria, VA 22314

RE: Freedom of Information Act (FOIA) Request No. F-21-00071

Dear Dr. Casey:

The United States Patent and Trademark Office (USPTO) FOIA Office has received your e-mail dated Thursday, 
December 31, 2020 requesting a copy of the following documents pursuant to the provisions of the Freedom of 
Information Act, 5 U.S.C. § 552:

1. For any Smartflash case in the “14 individual cases” ( as that term is used on page 10), requester seeks a 
copy of any document showing:
a. The suggestion for panel expansion (as that term is used on page 7)
b. Who susggested the need for the panel expansion and the reason for doing so
c. Who was on the original panel prior to the expansion of the panel
d. What criteria were used to decide which APJ’s to add to panel when the panel was expanded
e. What documents were considered when deciding to expand the panel
f. Any objections to the expansion of the panel

2.  Page 8 states “Early AIA practice expanded panels in families for case resource management” and that 
such PTAB practice is “now discontinued”. Requester seeks a copy of any document showing:
a. What other panels were expanded “for case resource management” as that phrase is used on page 8 of 

Exhibit 1
b. Why the PTAB practice is “now discontinued” as that phrase is used on page 8 of Exhibit 1
c. When the “now discontinued” practice was discontinued.

3. A copy of any documents showing twhat documents were considered when determining that any “panel 
was expanded for case resource management” in the “Apple Inc. v. Smartflash LLC” cases described on 
page 10 of Exhibit 1 and to the extent that the considered documents are not part of the E2E system as part 
of the proceedings of the “Apple Inc. v. Smartflash LLC” cases described on page 10 of Exhibit 1, copies 
of the considered documents.

4. For any CBM review in which Smartflash was a party that is not part of the “14 individual cases” (as that 
term is used on page 10), requester seeks a copy of any document showing:
a. Any suggestion for panel expansion ( as that term is used on page 7)
b. Who suggested the need for the panel expansion and the reasons or basis for doing so
c. Who was on the original panel prior to the expansion of the panel
d. What criteria were used to decide which APJ’s to add to panel when the panel was expanded
e. What documents were considered when deciding to expand the panel
f. Any objections to the expansion of the panel

The USPTO has identified information that is responsive to your request and are releasable.  Portions of these 
documents however have been redacted pursuant to Exemption (b)(5) of the FOIA.
 
Exemption (b)(5) of the FOIA, 5 U.S.C. 552(b)(5), protects an agency's deliberative process privilege.  Mapother v. 
Dep't of Justice, 3 F.3d 1533, 1537 (D.C. Cir. 1993).  This privilege applies to documents, which reflect "advisory 
opinions, recommendations and deliberations comprising part of a process by which governmental decisions and 
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policies are formulated."  NLRB v. Sears, Roebuck & Co., 421 U.S. 132, 150 (1975), quoting Carl Zeiss Stiftung & 
Co. v. V.E.B. Carl Zeiss, Jena, 40 F.R.D. 318, 324 (D.D.C. 1966).

Here, the withheld information consists of opinions and recommendations regarding proposed agency actions, i.e., 
antecedent to the adoption of an agency position (Judicial Watch, Inc. v. U.S. Dep’t of Commerce, 337 F.Supp.2d 
146, 172 (D.D.C. 2004)), and are deliberative, i.e., a direct part of the deliberative process in that it makes 
recommendations or expresses opinions on legal or policy matters.  Skinner v. U.S. Dep’t of Justice, 2010 WL 
3832602 (D.D.C. 2010)(quoting Vaughn v. Rosen, 523 F.2d 1136, 1143-44 (D.C. Cir. 1975).  Facts expressed in 
these deliberative communications are not reasonably segregable, and thus are not suitable for disclosure.  

Pre-decisional, deliberative documents or comments "are at the heart of Exemption (b)(5), and sanctioning release of 
such material would almost certainly have a chilling effect on candid expression of views by subordinates [within an 
agency]."  Schell v. Dep't of HHS, 843 F.2d 933, 942 (6th Cir. 1988) (emphasis added).  In particular, disclosure of 
documents or comments reflecting the positions discussed, but not ultimately adopted as agency decisions are 
deliberative, and thus exempt from disclosure.  Arthur Andersen & Co. v. Internal Revenue Service, 679 F.2d 254, 
258 (D.C.Cir. 1982).

You have the right to appeal this initial decision to the Deputy General Counsel, United States Patent and Trademark 
Office, P.O. Box 1450, Alexandria, VA  22313-1450.  An appeal must be received within 90 calendar days from the 
date of this letter.  See 37 C.F.R. § 102.10(a).  The appeal must be in writing.  You must include a copy of 
your original request, this letter, and a statement of the reasons why the information should be made available and 
why this initial denial is in error.  Both the letter and the envelope must be clearly marked “Freedom of Information 
Appeal.”

You may contact the FOIA Public Liaison at 571-272-9585 for any further assistance and to discuss any aspect of 
your request. Additionally, you may contact the Office of Government Information Services (OGIS) at the National 
Archives and Records Administration to inquire about the FOIA mediation services they offer. The contact 
information for OGIS is as follows: Office of Government Information Services, National Archives and Records 
Administration, 8601 Adelphi Road-OGIS, College Park, Maryland 20740-6001, e-mail at ogis@nara.gov; 
telephone at 202-741-5770; toll free at 1-877-684-6448; or facsimile at 202-741-5769.

Sincerely,

Dorothy G. Campbell
Dorothy G. Campbell
USPTO FOIA Officer
Office of General Law
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OBLON, MCCLELLAND, MAIER & NEUSTADT, L.L.P. 

1940 DUKE STREET ��  ALEXANDRIA, VIRGINIA 22314 ��  U.S.A. 
TELEPHONE: 703-413-3000 ��  FACSIMILE: 703-413-2220 ��  WWW.OBLON.COM 

 

FREEDOM OF INFORMATION APPEAL 
 
 

December 30, 2021 
 
VIA EMAIL 
Deputy General Counsel 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VIA 22313-1450 
 
RE:  FOIA Request No. F-21-00225                      
 

Freedom of Information Appeal:  Requestor Statement 
 

Requestor hereby appeals the decision of the FOIA Officer of the U.S. Patent and 
Trademark Office (“USPTO”) with respect to the documents provided by the USPTO in 
response to FOIA Request F-21-00225.  The Final Agency Response (FAR) was provided on 
October 5, 2021, and provides a written appeal timeframe of 90 days.  Thus, this appeal is timely 
filed. 
 

Requestor appeals the decision as (1) overly exclusionary for failure to produce 
documents and given the portions of the documents redacted under Exemptions (b)(5), (2) would 
not result in foreseeable harm as required under the FOIA Improvement Act of 2016, and (3) 
improper in light of the waiver of the exception given that the USPTO already disclosed its 
alleged motivation for expanding the panel as noted in Requestor’s original requests. 
 
I. The Requested Documents 
 

As part of a previous appeal (A-21-00005), the PTO indicated that “the Agency 
conducted a second search and located additional documents that may be responsive to your 
request.”  Decision in FOIA Appeal No. A-21-00005 (Appeal Decision) at 3.  The Appeal 
Decision further indicates that it was “remanding this appeal and directing the FOIA Officer to 
review these records for possible disclosure, subject to any exemptions.”  Id.  The documents at 
issue were produced as part of that remand, and requestor requests that copies of such versions 
be provided (and in unredacted form) for the reasons set forth below. 
 

Requestor’s original Sept. 7, 2021 request requested: 
 

1. For any Smartflash case in the “14 individual cases” (as that term is used on 
page 10), requestor seeks a copy of any document showing: 

a. The suggestion for panel expansion (as that term is used on page 7); 
b. Who suggested the need for the panel expansion and the reasons and/or 

basis for doing so; 
c. Who was on the original panel prior to the expansion of the panel; 
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d. What criteria were used to decide which APJ’s to add to panel when the 
panel was expanded; 

e. What documents were considered when deciding to expand the panel; 
and  

f. Any objections to the expansion of the panel. 
 
 2.  Request a copy of any document showing: 

a. What other panels were expanded for case resource management as that 
phrase is used on page 8 of Exhibit 1; 

b. Why the PTAB practice is now discontinued as that phrase is used on 
page 8 of Exhibit 1; and  

  c. When the now discontinued practice was discontinued. 
 
3.  Request (1) a copy of any documents showing what documents were 
considered when determining that any panel was expanded for case resource 
management in the Apple Inc. v. Smartflash LLC cases described on page 10 of 
Exhibit 1 and (2) to the extent that the considered documents are not part of the 
E2E system as part of the proceedings of the Apple Inc. v. Smartflash LLC cases 
described on page 10 of Exhibit 1, copies of the considered documents. 
 
4. Request, to the extent that they exist, a copy of any document showing: 

a. Any Suggestion for Panel Expansion (as that term is used on page 7); 
b. Who suggested the need for the Panel Expansion and the reasons and/or 

basis for doing so; 
c. Who was on the original panel prior to the expansion of the panel; 
d. What criteria were used to decide which APJs to add to panel when the 

panel was expanded; 
e. What documents were considered when deciding to expand the panel; 

and  
f. Any objections to the expansion of the panel.  

 
II. Documents Likely Still Remain Unproduced 
 

As a preliminary note, there appears to be a number of documents which have never been 
produced, even in redacted form.  For example, not a single one of the Smartflash-specific 
documents predates the first expanded panel already having been formed and having acted.  See, 
e.g., paper 8 in CBM2014-00102, Decision on Institution of Covered Business Method Review, 
dated September 30, 2014 including APJs Bisk, Elluru, Powell, Plenzler, and Clements.  As 
noted on page 15 of Revision 15 of SOP 1, in  
 

When a Board member (1) suggests an expanded panel or (2) receives a 
suggestion for an expanded panel either from the Patent Business Unit, an 
applicant for a patent, or a patent owner or petitioner in a case, the Board 
member sends an e-mail to 
PTABExpandedPanelRequest@uspto.gov. The written notification shall explain 
the reason for the suggestion. 

Case 1:22-cv-01123-BAH   Document 27-3   Filed 11/23/22   Page 118 of 126



  
 
 
 
No documents from PTABExpandedPanelRequest@uspto.gov have been provided, even in 
redacted form, and it stands to reason that those documents would be the most responsive to the 
filed requests. 
 

Similarly, page 4 of Revision 14 of SOP 1 indicates: 
 

When a judge, a merits panel, or an interlocutory panel (1) suggests an 
expanded panel or (2) receives a suggestion for an expanded panel, the judge, 
merits panel, or interlocutory panel shall notify the Chief Judge, Deputy Chief 
Judge, and the Vice Chief Judges of the suggestion, in writing (for purposes of 
this SOP, a notification "in writing" includes a notification transmitted by e-
mail). The written notification shall identify the reason for the suggestion, as 
well as which, if any, of the factors set forth in Section III.A. apply.  
 

 
No written or emailed suggestion has been produced, even in redacted form. 
 

Moreover, even if the request was not made by a judge, a merits panel, or an 
interlocutory panel and instead by the Commissioner for Patents or the Commissioner's delegate, 
there should still be a written record.  Page 3 of Revision 14 of SOP 1 indicates that “A written 
request from the Commissioner for Patents or the Commissioner's delegate identifying a 
particular matter before the Board as one containing an issue of first impression, which written 
request shall become part of the administrative record.”  Again, no such record has been 
produced, even in redacted form. 
 

To the extent that unproduced documents exist that relate to any of Requestor’s requests, 
Requestor does not waive the request for those documents and again requests that they be 
provided. 
 
 
III. The USPTO has Overly Excluded the Portions of the Documents Redacted under 

Exemption (b)(5)  
 
 A. The Withheld Documents 
 

The Final Agency Response asserts that “The USPTO has identified 54 pages of 
documents that are responsive to your request. Portions of these documents however have been 
redacted pursuant to Exemptions (b)(5) and (b)(6) of the FOIA.”  Final Agency Response at 1.   
Requestor notes that Final Agency Responsive Documents (FARD) include 55 pages, and the 
Requestor will reference them as FARD## with “##” referring to the page number of the 
produced PDF.  Each of the produced documents should be produced at least in a less redacted 
form for the reasons set forth below. 
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B. The USPTO Cannot Meet the Enhanced Requirements of the FOIA Improvement 
Act  

 
The USPTO cannot properly redact the information in the FARD as it cannot meet the 

FOIA Improvement Act’s foreseeable harm standard and indeed never addresses the foreseeable 
harm issue in its decision.  As the court found in Ctr. for Investigative Reporting v. U.S. Customs 
& Border Prot., 436 F.Supp.3d 90 (D. D.C. 2019): 
 

Consistent with Congress's concern about agencies' over-withholding under 
Exemption 5, nearly all of the few decisions to have addressed the new 
foreseeable-harm requirement at any length have done so when considering the 
Exemption 5 deliberative-process privilege.  Three key principles may be gleaned 
from those decisions, which though non-binding are persuasive, as guiding 
application of the foreseeable-harm requirement. First and foremost, the 
foreseeable-harm requirement "impose[s] an independent and meaningful burden 
on agencies." NRDC v. EPA , No. 17-CV5928 (JMF), 2019 WL 3338266, at *1 
(S.D.N.Y. July 25, 2019) ; see also, e.g. , Judicial Watch I, 375 F. Supp. 3d at 100 
(describing the new foreseeable-harm requirement as a "heightened standard"). 
 

Id. at 106, 

By citing only pre-FOIA Improvement Act cases, it is clear that the USPTO has not 
imposed upon itself a “heightened standard.”  
 

Furthermore, given that all the Smartflash cases have now terminated, and given that the 
USPTO has already publicly provided reasons for the creation of the expanded panel, the 
USPTO cannot actually identify any foreseeable harm.  The Court discussed this foreseeable 
harm standard when it stated: 
 

Second, to meet this independent and meaningful burden, an agency must 
"identify specific harms to the relevant protected interests that it can reasonably 
foresee would actually ensue from disclosure of the withheld materials" and 
"connect[ ] the harms in [a] meaningful way to the information withheld." 
Judicial Watch II, 2019 [U.S. Dist. Lexis 163473, at *14]; see H.R. REP. NO. 
114-391, at 9 ("An inquiry into whether an agency has reasonably foreseen a 
specific, identifiable harm that would be caused by a disclosure would require the 
ability to articulate both the nature of the harm and the link between the specified 
harm and specific information contained in the material withheld."). 

 
In the denial of Requestor’s first appeal, the PTO asserted Exemption (b)(5) applied and 

stated: 
 

There is a clear, specific, foreseeable harm that would come with the disclosure 
of the withheld information. It would impair future internal deliberations and 
deter candid communications by personnel to Agency management about policy 
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changes on sensitive topics subject to public scrutiny (here, the PTAB’s 
procedures for panel expansions). 

 
Appeal Decision at 4.  However, as the U.S. Court of Appeals for D.C. Circuit recently 
addressed in Reporters Comm. for Freedom of the Press v. Fed. Bureau of Investigation, 3 F.4th 
350 (D.C. Cir. 2021), this “is precisely the kind of boilerplate, unparticularized, and 
hypothesized assertion of harm that [the Court has] said would be insufficient in Machado 
Amadis.”  Id. at 371 (citing Machado Amadis v. Department of State, 971 F.3d 364, 371 (D.C. 
Cir. 2020)).  Indeed, the Appeal Decision’s previous assertion on foreseeable harm is even less 
detailed than what the Appeals Court found to be “generously … described as scanty,” noting 
that the FBI asserted: 
 

Disclosure of [material containing or prepared in connection with the 
formulation of opinions, advice, evaluations, deliberations, policies, proposals, 
conclusions, or recommendations] would have an inhibiting effect upon agency 
decisionmaking and the development of policy because it would chill full and 
frank discussions between agency personnel and decision makers regarding a 
decision. If agency personnel know that their preliminary impressions, opinions, 
evaluations, or comments would be released to the general public, they would 
be less candid and more circumspect in expressing their thoughts, which would 
impede the fulsome discussion of issues necessary to reach a well-reasoned 
decision. 
 

Id. at 370. 
 

Merely claiming the disclosure of withheld documents would impair future deliberations 
is not enough to satisfy the heightened standard provided by the FOIA Improvement Act.  The 
PTO has yet to identify a foreseeable harm with enough specificity, or in other words, identify 
specific harms that would “actually ensue from disclosure of the withheld materials.”  Judicial 
Watch II, 2019 U.D. Dist. Lexis 163473 at *14.  The Appeals Court lamented in such a situation 
that it was “hard pressed to imagine how these assertions differ in any material way from the 
routine assertions of deliberative process privilege that pre-dated the FOIA Improvement Act.”  
Reporters Comm. For Freedom of the Press, 3 F.4th at 371.  Therefore, the PTO has failed to 
meet the independent and meaningful burden imposed by the FOIA Improvement Act.   
 

Indeed, there can be no foreseeable harm when the PTO itself has already disclosed that 
the panels were expanded for case resource management reasons.  Disclosure of case resource 
management reasons has not been shown to “impair future internal deliberations and deter 
candid communications by personnel to Agency management about policy changes on sensitive 
topics subject to public scrutiny (here, the PTAB’s procedures for panel expansions).”  In fact, 
other portions of the produced documents show that case resource management issues are 
exactly the kind of non-controversial information that the PTO regularly discloses -- even for 
some of the APJs at issue.  See, e.g., FARD04, Email from APJ Elluru, “I would like to be taken 
off of this case as APJl. The POPR is due in January. I have 10 POPRs due in January for a 
family I am managing (the Smartflash cases) and am writing two of the institution”; FARD07 
“Found a solution with which I am happy. Matt had some cases settled so he's going to handle 
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two, I'll handle two, and Gregg will handle one - that covers the five due in June. Thank you very 
much for checking in!”; FARD07-08 “After some more thought, I do need someone else added 
to this family. The person we discussed has 4 more cases assigned in this family, with 3 Dis due 
on the same day - June 3 - and another one due in August. I also am assigned to draft 2 decisions 
in the family due on June 3, or I'd take them. I'm waiting on a response from one other person 
who has worked on these cases to see if he has bandwidth”; FARD52 “Matt Clements has agreed 
to take over CBM2014-00193 and CBM2014-00198, if that is acceptable. Matt handled 2 
petitions directed to the same patent that is the subject of the -193 and -198 petitions, in the 
corresponding Apple family of cases”; FARD52 “I am assigned as APJ #1 on CBM2014-00193 
and CBM2014-00198.  I am also assigned as APJ #2+ on CBM2014-00197, -00199, -00200, and 
00204. It appears that these will all be due for institution around April 6 … Therefore, please 
remove from these cases.” 
 

There is, in fact, a larger foreseeable harm that results from the PTO’s refusal to produce 
unredacted versions of the documents -- eroded public trust.  There is a public interest in the 
release of agency records and this kind of agency over-withholding of documents from the public 
is precisely what Congress intended to remedy with the FOIA Improvement Act.  See Ctr. for 
Investigative Reporting v. U.S. Customs & Border Prot., 436 F. Supp. 3d 90 (D. D.C. 2019).  
The PTAB has identified publicly the alleged reason that it expanded the panels, and yet the PTO 
now seeks to withhold information on that very subject.  Without the disclosure of the requested 
information, the public may indeed be left doubting the fairness of the process much as Justice 
Gorsuch seems to have done in his Opinion in United States v. Arthrex, Inc., 141 S. Ct. 1970, 
1993 (2021) when he stated: 
 

Already in the AIA’s short tenure these problems have started coming home to 
roost—even with supposedly “independent” APJs. The briefs before us 
highlight example after example. … Here just consider the tale of a patent 
attorney at one of the world’s largest technology companies who left the 
company to become an APJ. … This private advocate-turned-APJ presided over 
dozens of IPRs brought by his former company. …. In those proceedings, the 
company prevailed in its efforts to cancel patents damaging to its private 
economic interests 96% of the time. … After six years of work, the APJ decided 
he had done enough, resigned, and (yes) returned to the company. …Without a 
hint of irony, that company has filed an amicus brief in this case to inform us, as 
a self-described “frequent user of the IPR process,” about “the benefits of the 
system.” Brief for Apple Inc. as Amicus Curiae 3. … Oil States virtually assured 
results like these. 

 
(Citations omitted.) 
 
 C. The Withheld Documents Are Not Predecisional 
 

The FARD include a number of email threads that are partially redacted, with some 
emails mostly redacted. With the heavy redactions, it is not possible for Requestor to know if the 
document is properly being withheld, nor is it possible for a reviewing court to know, without a 
time consuming in camera review, whether the document is properly being withheld.  See Spirko 
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v. U.S. Postal Service, 147 F.3d 992, 997 (D.C. Cir. 1998) (“in camera inspection place a 
substantial burden on judicial resources"). Accordingly, the document must be presumed to be 
improperly withheld.  For example, in Elec. Frontier Found. v. United States Dep't of Justice, 
826 F. Supp. 2d 157, 167-168 (D. D.C. 2011), the Court found that:  
 

[M]any of the descriptions provided in the DOJ components' Vaughn submissions 
are too vague for the Court to determine whether the components' properly 
applied the deliberative process privilege to the withheld documents. It bears 
emphasizing at the outset that “[t]he need to describe each withheld document 
when Exemption 5 is at issue is particularly acute because ‘the deliberative 
process privilege is so dependent upon the individual document and the role it 
plays in the administrative process.’” 

 
Without the body of the email, a Court could fairly assume that the withheld document is 

not predecisional but rather a post-decisional account by a superior directing subordinates to 
carry out a policy that had been decided.  This issue is further exacerbated by the fact that all of 
the redacted emails were after the first decisions to create expanded Smartflash panels at least 
by September, 2014.  As noted by the Court in Hunton & Williams LLP v. EPA, 346 F. Supp. 3d 
61, 79 (D.D.C. 2018), “Directives from decisionmakers are not covered by the deliberative 
process privilege. See Coastal States Gas Corp. v. Department of Energy, 617 F.2d 854,866 
(D.C. Cir. 1980) (instructions to staff not covered by the deliberative process privilege).  
(Internal quotation marks omitted).  
 

Furthermore, as a Court recently found, even seemingly predecisional documents are not 
entitled to protection under Exemption 5 if there was no decision to be made and the document 
was produced as “cover” for the agency’s action.  In Citizens for Responsibility & Ethics in 
Wash. v. United States DOJ, 2021 U.S. Dist. LEXIS 83948 at *24-25 (D.C.D.C 2021) 
(hereinafter “CREW”), the Court found: 
 

[T]he redacted portions of Section I reveal that both the authors and the recipient 
of the memorandum had a shared understanding concerning whether prosecuting 
the President was a matter to be considered at all. In other words, the review of 
the document reveals that the Attorney General was not then engaged in making a 
decision about whether the President should be charged with obstruction of 
justice; the fact that he would not be prosecuted was a given. 

 
Indeed, here too it may be assumed that the author and the recipient(s) may have had an 

understanding that it “was a given” the panel was to be expanded, and the withheld document 
therefore is not predecisional at all.  Accordingly, none of the redacted information is subject to 
Exemption 5, and certainly not under the FOIA Improvement Act of 2016. 
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IV.  Exemption 5 is No Longer Applicable Given the USPTO’s Waiver through Prior 

Disclosure in Explaining Why the Smartflash Panels were Expanded 
 

The USPTO has waived Exemption 5 through prior disclosure.  The Court has held that 
“an exemption can serve no purpose once information [. . .] becomes public."  See Cottone v. 
Reno, 193 F.3d 550, 555 (D.C. Cir. 1999). 
 

Waiver through prior disclosure occurs when the following three elements have been 
met:  the information requested (1) must be as specific as the information previously released, (2) 
must match the information previously disclosed, and (3) must have already have been made 
public through an official and documented disclosure under circumstances allowed by an 
authoritative government official.  See ACLU v. DOD, 628 F.3d 612, 620-21 (D.C. Cir. 
2011)(noting that the requested information must have been made public through an “official and 
documented disclosure”); see also New York Times Co. v. DOJ, 756 F.3d 100, 115 (2d Cir. 2014) 
(concluding that Exemptions 1 and 5 were waived for portions of document containing legal 
analysis, where numerous public statements provided context and where the government has 
made "public and detailed analysis of nearly all the legal reasoning contained in the withheld 
document").  The “public” requirement is satisfied when the specific information sought has 
already been disclosed and preserved in a permanent public record.  See Students Against 
Genocide v. Dep't of State, 257 F.3d 828, 836 (D.C. Cir. 2001) (emphasizing that "for the public 
domain doctrine to apply, the specific information sought must have already been 'disclosed and 
preserved in a permanent public record'").   
 

The USPTO has waived Exemption 5 through prior disclosure of information explaining 
why the Smartflash panels were expanded, in the form of a presentation that is documented and 
publicly available through their website in the form of a PowerPoint presentation.  The 
presentation is entitled, “Chat with the Chief – New PTAB Studies in AIA Proceedings:  
Expanded Panels and Trial Outcomes for Orange Book-listed Patents,” dated March 13, 2018.  
Slides 5 through 30 focus on the topic of expanded panels, making up half of the presentation 
and providing an in-depth analysis of the expanded panel decision.  
 

The information requested matches the specificity of the disclosed information.  The 
Requestor has requested information pertaining to the suggestion for panel expansion, a topic 
that is addressed in the slides.  See Slide 7 “Suggestion for Panel Expansion”; see also Slide 10 
(mentions Smartflash as a case where the panel was expanded for “case resource management”).  
The Requestor has also requested information pertaining to who suggested the need for the panel 
expansion and the reason for the suggestion.  See Slide 6 “Reasons for Panel Expansion”; see 
also Slide 8 (titled “Current Expanded Panel Practice,” this slide states that “all expanded panel 
decisions explain the basis for expansion”).  Other information requested includes who was on 
the original panel prior to the expansion, what criteria were used to decide which APJ’s to add to 
the expanded panel, and what documents were considered in the decision.  See Slide 6 “Reasons 
for Panel Expansion”; see also Slide 10 “Methodology.” Accordingly, the information requested 
matches with the information that has been previously disclosed, as the disclosed information 
must “duplicate the information [the plaintiff] has requested.”  Am. Civil Liberties Union v. CIA, 
109 F. Supp. 3d 220, 241 (D.D.C. 2015). 
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The slides are an official and public disclosure made by the USPTO and published on 
their website as a matter of public record that has clearly been authorized by the USPTO.  Within 
the slides, there are explicit instructions on how to locate the slides on the USPTO public website 
with step-by-step instructions and corresponding images illustrating the web pages and where the 
viewer must click to access the information.   See Slide 3 (titled “Slide Location”).   
 

FOIA requestors have an equal right to information.  Courts have repeatedly shown they 
are likely to find that a waiver of an exemption has occurred when the prior disclosure was 
“selective” and resulted in unfairness.  See, e.g., Natural Res. Def. Council v. DOD, 442 F. Supp. 
2d 857, 865-66 (C.D. Cal. 2006) (rejecting agency’s exemption argument where evidence of 
selective disclosure and preferential treatment was substantial).  Courts will strongly consider the 
overall fairness of the prior disclosure in question, where preferential treatment will “[waive] any 
otherwise applicable FOIA exemption since FOIA does not permit selective disclosure of 
information only to certain parties.”  Id. at 866; see also U.S. DOD v. FLRB, 510 U.S. 487, 495-
97 (1994) (explaining that "all FOIA requesters have an equal, and equally qualified, right to 
information").   
 

In their prior disclosure, the USPTO stated, “all expanded panel decisions explain the 
basis for expansion.”  See Slide 8 (titled “Current Expanded Panel Practice”); see also General 
Plastic Industrial Co., Ltd., v. Canon Kabushiki Kaisha, IPR2016-01357, Paper 19 (September 6, 
2017)(explaining the expansion of the panel was warranted due to the “exceptional nature of the 
issues presented.”); Facebook Inc. v. Skky, LLC, CBM2016-00091, Paper 12 (September 28, 
2017)(deciding to exercise discretion to expand the panel “due to the nature of the issue 
Petitioner present[ed].”)  Yet Smartflash was not given such an explanation as to the basis for the 
panel expansion in their case.  Given that Smartflash was not given such information nor given 
such information as a result of its FOIA request, it is clear that the case was treated differently 
than other similarly situated parties who, according to the USPTO itself, clearly did receive an 
explanation as to the basis for why the panel was expanded.  This selective disclosure and 
preferential treatment is exactly the kind of conduct that will prompt a court to waive any 
otherwise applicable FOIA exemption, including Exemption (b)(5). 
 

Because the information requested is as specific as, and matches, that which has been 
publicly disclosed through official and documented disclosure, the USPTO has waived 
Exemption 5 through prior disclosure and may not rely on the exemption to withhold the 
requested information. Further, the prior disclosure at issue is selective and unfair, and such 
preferential treatment will result in a waiver of FOIA exemptions. 
 

Secondarily, even if some portions of the requested information were determined to be 
exempt, FOIA provides that “any reasonably segregable portion of a record shall be provided to 
any person requesting such record after deletion of the portions which are exempt.”  5 U.S.C. § 
552(b).  The Court has noted that district courts “cannot approve withholding exempt documents 
‘without making an express finding on segregability.’”  Amadis, 971 F.3d at 371 (quoting Morley 
v. CIA, 508 F.3d 1108, 1123 (D.C. Cir. 2007).   The USPTO’s withholding of entire documents 
is improper, even if portions of the documents were found to be exempt, as there is no evidence 
to show that the USPTO appropriately considered the segregation of non-exempt, factual 
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portions of the documents.  Therefore, the USPTO has failed to meet the level of specificity that 
is required by the FOIA Improvement Act’s foreseeable harm standard.   

As a result, Requestor should be provided copies of all requested documents without 
redactions for the reasons discussed above, as well as copies of any previously unproduced 
documents meeting its initial request.  

Sincerely, 

OBLON, McCLELLAND, 
MAIER & NEUSTADT, L.L.P. 

Michael R. Casey, Ph.D. 

Enclosures: Copies of Original Request and Final Agency Response as Appendices 1 and 2 
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