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STATEMENT OF RELATED CASES

No other appeal in or from the same proceedings in the Patent Trial and
Appeal Board was previously before this or any other appellate court.

This case is related to Etison LLC d/b/a ClickFunnels v. HighLevel, Inc., 24-
cv-00502 (D. Del.), in which ClickFunnels asserts the challenged patents—the *357
and *047 Patents—against HighLevel. An appeal from the district court proceeding
Is pending before this court: Etison LLC v. HighLevel, Inc., Case No. 25-1711 (Fed.

Cir.).
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INTRODUCTION

HighLevel, Inc. respectfully petitions for a writ of mandamus to remedy the
USPTQ’s ultra vires and retroactive application of a new policy—announced in the
Acting Director’s Hulu decision and implemented by the Patent Trial and Appeal
Board (PTAB)—that categorically denies institution of inter partes review (IPR)
where a district court, in a pending parallel action, has found patent claims invalid
under 35 U.S.C. § 101.

When HighLevel’s IPR petitions were filed, binding USPTO guidance
promulgated in the form of Director Vidal’s June 21, 2022, Memorandum (“Vidal
Memo”) assured the public that an IPR petition would not be discretionarily denied
based on parallel litigation when, inter alia, the petition presented compelling
evidence of nonpatentability. But since the petitions were filed, the PTAB has
reversed course 180 degrees, ruling in Hulu that IPR petitions must be denied when
there is parallel litigation and the district court finds the asserted claims invalid. And
the PTAB has not just announced that new rule on a going-forward basis—it has
made the rule applicable to already-pending petitions filed with the expectation that
a district court ruling would not categorically foreclose IPR review. And in applying
that rule here, the USPTO made clear that IPR review would be permanently
foreclosed, even if the district court’s invalidity finding were reversed. HighLevel

thus will be denied any opportunity to challenge patent validity under the distinct
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standards and administrative process Congress enacted in the America Invents Act
(AIA).

The retroactive application of the new Hulu rule to HighLevel’s petitions
exceeded the agency’s statutory authority, violated due process, and undermined the
integrity of the patent system Congress designed. Mandamus is warranted to
(1) vacate the PTAB’s denial of institution, (2) require the USPTO to apply the rules
and guidance in effect at the time HighLevel filed its petition, and (3) prevent further
ultra vires and retroactive rulemaking that undermines the statutory framework for
patent review.

JURISDICTION
While 35 U.S.C. § 314(d) bars direct appeal of institution denials, the Federal

Circuit retains jurisdiction to review petitions for writ of mandamus in extraordinary
circumstances, particularly where constitutional claims or ultra vires agency action
are at issue. See Mylan Labs. Ltd. v. Janssen Pharmaceutica, N.V., 989 F.3d 1375,
1382 (Fed. Cir. 2021); 28 U.S.C. § 1651(a). This Court has exclusive jurisdiction
over PTAB decisions to the extent they are appealable, and mandamus is available
to protect the Court’s prospective jurisdiction and to address agency actions that
exceed statutory authority or violate constitutional rights. See 28 U.S.C.

88 1295(a)(4)(A), 1651; 35 U.S.C. 88 141(c), 319; In re Palo Alto Networks, Inc.,
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44 F.4th 1369, 1374 (Fed. Cir. 2022) (reviewing constitutional claim relating to
institution denial upon petition for a writ of mandamus).

RELIEF SOUGHT

HighLevel respectfully requests that the Court issue a writ of mandamus:

1. Directing the USPTO and its Acting Director to vacate the denial of
institution in IPR Nos. 2025-00234 and 2025-00235;

2. Ordering the USPTO to apply the rules and “binding agency guidance”
in effect at the time of HighLevel’s IPR filing, including the Vidal Memo, and not
to apply the Hulu rule retroactively to HighLevel’s IPR petitions;

3. Alternatively, ordering the USPTO to hold the HighLevel’s institution
decision in abeyance pending final resolution of the related Federal Circuit appeal
on § 101 invalidity, to avoid irreparable prejudice, unnecessary parallel proceedings
in the district court, and maintain the integrity of the patent system.

ISSUES PRESENTED

1. Whether the USPTO exceeded its authority and contravened the
America Invents Act and this Court’s precedent with the Hulu decision.

2. Whether the USPTO’s retroactive application of the Hulu decision
violated due process rights and the Administrative Procedure Act.

BACKGROUND
In April 2024, ClickFunnels sued HighLevel in the U.S. District Court for the

District of Delaware, asserting infringement of at least claim 1 of U.S. Patent

3
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Nos. 10,846,357 (“the *357 Patent™) and 11,361,047 (“the 047 Patent”). HighLevel
moved to dismiss the Complaint based on 35 USC § 101, arguing that the claims-at-
issue were patent ineligible under the two-step test articulated by the Supreme Court
in Alice Corp. v. CLS Bank Int’l, 573 U.S. 208, 216 (2014). ClickFunnels responded
with an Amended Complaint, and HighLevel filed a renewed motion to dismiss.
ClickFunnels opposed.

In December 2024, shortly after HighLevel moved to dismiss the Amended
Complaint, it also filed timely IPR petitions challenging all claims of both asserted
patents. At the time of filing, the USPTQO’s binding guidance—the Vidal Memo—
assured petitioners that institution would not be discretionarily denied based on
parallel district court litigation if compelling evidence of unpatentability was
presented. See Appx22-30. More specifically, the Vidal Memo provided guidance
on when the PTAB could discretionarily deny IPRs under the Fintiv framework,
especially when there was parallel district court litigation involving the same patent.
The Vidal Memo aimed to limit the PTAB’s discretionary denials and provide
greater certainty to petitioners by identifying specific situations where institution
should generally not be denied, even in the presence of parallel proceedings. One of
those specific situations included compelling evidence of unpatentability like that
presented by HighLevel in its petitions. The Vidal Memo significantly impacted the

landscape of PTAB discretionary denials, leading to a decline in their number.
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HighLevel relied on this binding guidance and the statutory dual-track system
established by the AIA, investing significant resources in preparing and filing its
meritorious IPR petitions.

Then in late February 2025, while HighLevel’s IPR petitions were pending,
the USPTO abruptly rescinded the Vidal Memo, thereby removing the bright line
rules the Memo provided and expanding the circumstances under which the PTAB
would discretionarily deny IPRs in cases with parallel district court litigation. See
Appx39. The USPTO also announced that the rescission would apply retroactively
to all pending petitions, where the PTAB had not yet issued an institution decision.
Recission of the Vidal Memo thus purported to give PTAB greater discretion in
determining whether to deny institution of post-grant proceedings based on parallel
litigation. Appx41-42.

But then the Hulu decision established a new and different categorical rule:
IPR institution must be denied whenever a district court has found the challenged
claims invalid under § 101, regardless of the status of appeal or the petitioner’s
reliance on prior Director guidance. See Hulu, LLC v. Piranha Media Distrib., LLC,
IPR2024-01252, Paper 27 at 2-3 (P.T.A.B. Apr. 17, 2025) (informative). On May 7,
2025, the Acting Director made the Hulu decision “informative,” which is defined
as “not binding authority on the Board,” but rather “set[s] forth Board norms that

should be followed in most cases.” See Appx37.
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Turning back to the instant proceeding and the parallel district court case, in
March 2025, the district court granted HighLevel’s Rule 12 motion and dismissed
ClickFunnels’ Amended Complaint after carefully considering the claim language,
the specification, and the relevant authority. See Appx111. It concluded that all
claims were directed to patent-ineligible subject matter under § 101. That case is
now on appeal. See Appx126.

Shortly thereafter, in June 2025, the PTAB discretionarily denied institution
of HighLevel’s IPR petitions based on the new Hulu rule, despite the fact that the
district court’s § 101 decision is not yet final (and nonappealable), despite
HighLevel’s full compliance with all IPR statutory and regulatory requirements, and
despite the limited nature of IPRs under § 311(b) (35 U.S.C. 88 102, 103). See
Appx7, Appx1l5. The PTAB relied squarely on the Hulu rule to ignore the
meritorious petitions and deny institution, not just now but forever: if “the Federal
Circuit reverses the district court’s decision,” and finds a triable dispute over
invalidity, the PTAB ruled, “Petitioner may raise such invalidity arguments in the
district court on remand.” Appx11-13 (quoting Hulu at 2-3); Appx18-20 (same).
But the district court will be the only option: if this Court reverses the district court’s
8 101 decision, HighLevel will be statutorily time-barred from filing further IPR
petitions on these patents asserted against it. This consequence leaves petitioners like

HighLevel with not only a higher burden of proof for invalidity, but also a higher
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bill—district court proceedings are much more costly than an IPR. See AIPLA,
Report of the Economic Survey 62—-63 (2023) (Electrical/Computer PGR/IPR costs
$350,000 versus $3,875,000 for NPE litigation with more than $25 MM at risk);
CRS Report No. R48016 (“[IPRs and PGRs are] more streamlined than civil
litigation, with average legal costs typically in the hundreds of thousands of dollars
(as opposed to millions).”).

HighLevel followed the discretionary denial with a Request for Director
Review explaining that the PTAB’s discretionary denial prejudices HighLevel based
on its retroactive recission of the Vidal Memo and the ultra vires application of the
Hulu rule. HighLevel also reasonably suggested that the Acting Director could hold
its Request in abeyance—i.e., do nothing—until this Court decides the pending
8 101 appeal, which could render the IPR petitions moot. In a summary Order
without opinion, the Acting Director denied HighLevel’s Director Review Request,
and the instant Petition for Writ of Mandamus follows.

WHY WRIT OF MANDAMUS IS NECESSARY
A.  Mandamus Is the Only Adequate Remedy

To obtain mandamus, a petitioner must: (1) show a clear and indisputable
legal right; (2) show it does not have any other adequate method of obtaining relief;
and (3) convince the court that the writ is appropriate under the circumstances.

Mylan, 989 F.3d at 1382.
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While § 314(d) bars direct appeal of institution denials, and the APA limits
review to final agency actions, this Court has recognized that mandamus is an
appropriate  mechanism for review of institution denials in extraordinary
circumstances, especially where constitutional or ultra vires claims are raised. 6 HH
Palo Alto Networks, 44 F.4th at 1374.

HighLevel’s petition fully satisfies the requirements for mandamus. As
explained in detail in the next section, the USPTQO’s retractive application of the new
Hulu rule will permanently deprive HighLevel of its clear and indisputable right to
IPR under the AIA and APA. HighLevel has no alternative means of securing relief,
since “there is no avenue for direct appeal of decisions denying institution.” Id. at
1379. Issuance of the writ is particularly warranted here because parties appearing
before the USPTO must be able to rely on the agency’s binding guidance without
fear of penalty, such as forfeiture of rights. To hold otherwise would undermine the
integrity of the administrative process and unfairly disadvantage those who act in
good faith reliance on official binding directives.

B.  The Hulu Rule Exceeds USPTO Authority and Contravenes the
AlA

The PTAB’s application of the Hulu rule—which categorically denies
institution of IPRs where a district court has found claims invalid under § 101—
represents a clear overreach of its authority granted by Congress. The AIA was

enacted to provide a streamlined, cost-effective alternative to district court litigation
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for challenging the validity of issued patents, but Congress was explicit in limiting
the scope of IPRs to challenges based solely on prior art patents and printed
publications under 35 U.S.C. 88 102 and 103.

Section 311(b) of the statute unambiguously states: “A petitioner in an inter
partes review may request to cancel as unpatentable 1 or more claims of a patent
only on a ground that could be raised under section 102 or 103 and only on the basis
of prior art consisting of patents or printed publications.” Congress deliberately
excluded challenges under 88 101 and 112 from IPRs, reserving those defenses for
district courts or post-grant review. Legislative history and Federal Circuit precedent
confirm that IPRs were never intended to be a wholesale substitute for all district
court defenses, but rather a targeted mechanism to address the most common and
objectively verifiable grounds of invalidity—anticipation and obviousness. See, e.g.,
Ingenico Inc. v. IOENGINE, LLC, 136 F.4th 1354, 1365 (Fed. Cir. 2025). Precluding
IPR institution based on statutory defenses outside the scope of IPRs (88 102, 103)
Is not contemplated by the IPR statute and therefore outside the USPTQO’s legal
authority.

Despite this clear statutory limitation, the Hulu rule effectively forces
petitioners, like HighLevel, to forgo early case dispositive defenses, such as patent
ineligibility under § 101, if they want to assert viable 8§ 102 and 103 challenges in

IPR proceedings as Congress intended. This result is unsupported by the AIA,
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contrary to congressional intent, and has been criticized by both courts and
lawmakers. See, e.g., Oversight of the U.S. Patent and Trademark Office: Hearing
before the Subcommittee on Courts, Intellectual Property and the Internet
Committee of the Judiciary at 6, 13, 16 (Apr. 27, 2023). The Supreme Court has
repeatedly cautioned against agency “shenanigans” that exceed statutory limits, as
in Cuozzo Speed Techs. v. Com. for Intell. Prop., 579 U.S. 261, 275 (2016) and has
held that practices such as partial institution exceed the “statutory limits” set by
Congress. SAS Inst., Inc. v. lancu, 584 U.S. 357, 371 (2018). This Court has likewise
recognized that Congress did not delegate broad substantive rulemaking authority to
the Director to interpret statutory provisions through precedential opinions or to
engage in rulemaking outside the prescribed regulatory process. See Facebook, Inc.
v. Windy City Innovations, LLC, 973 F.3d 1321, 1353 (Fed. Cir. 2020).

The USPTO’s rescission of the Vidal Memo was a substantive rule because it
“effected a change in existing law or policy or . .. affect[s] individual rights and
obligations.” Coal. for Common Sense in Gov’t Procurement v. Sec’y of Veterans
Affs., 464 F.3d 1306, 1317 (Fed. Cir. 2006). Thus, the rescission should have been
subject to notice-and-comment rulemaking. 35 U.S.C. § 316(a); 5 U.S.C. 8§ 553,
706(2)(D); Gen. Elec. Co. v. EPA, 290 F.3d 377, 385 (D.C. Cir. 2002) (vacating
EPA guidance document for failure to follow notice-and-comment procedures).

Because the USPTQO’s rescission of the Vidal Memo was improperly promulgated,

10
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institution decisions based on the rescission (and subsequent rules) should be
vacated.

The ultra vires nature of the Hulu rule is further underscored by bipartisan
congressional criticism of even more modest regulatory proposals by the USPTO,
with lawmakers emphasizing that it is Congress—not the USPTO—that writes the
statute and defines the agency’s authority. See, e.g., Oversight of the U.S. Patent and
Trademark Office: Hearing before the Subcommittee on Courts, Intellectual
Property and the Internet Committee of the Judiciary at 6, 13, 16 (Apr. 27, 2023).

Critically, the Hulu decision was designated merely as an “informative”
decision rather than as “precedential.” Under PTAB Standard Operating Procedure
2 (Rev. 11) § 11.D, only precedential decisions “constitute binding authority on the
Board in subsequent matters involving similar facts or issues.” Appx37. Because an
informative decision lacks binding force, the Board’s retroactive—and markedly
punitive—reliance on Hulu contravenes the USPTO’s own procedural framework.

By imposing a procedural hurdle that frustrates access to IPRs, the Hulu rule
undermines the AIA’s purpose of providing an efficient, focused alternative to
litigation for 88 102 and 103 issues, and threatens to irreparably harm not only

individual parties but also the integrity of the patent system as a whole.

11
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C. USPTO’s Retroactive Application of the Hulu Rule Violated
HighLevel’s Due Process Rights and the APA

1. USPTO’s Action Was Arbitrary and Capricious

The abrupt, retroactive rescission of the Vidal Memo and the imposition of
the Hulu rule deprived HighLevel—and similarly situated parties—of fair notice and
upended settled expectations. This is precisely the type of arbitrary agency action
that due process forbids. As the D.C. Circuit has explained, due process requires that
parties receive “fair notice of what conduct is prohibited” before being deprived of
property or liberty by governmental action. PHH Corp. v. CFPB, 839 F.3d 1, 41
(D.C. Cir. 2016), reinstated in relevant part, 881 F.3d 75, 83 (D.C. Cir. 2018) (en
banc).

Petitioners like HighLevel expended costs and fees incurred in preparing and
filing IPR petitions, see 37 C.F.R. § 42.15(a)(1), with the aim of effective resolution
and reducing litigation costs—only to have the legal landscape upended due to the
USPTQ'’s retroactive application of the Hulu rule. There was no notice that pursuing
early resolution at the district court based on a different statutory ground (8§ 101) and
obtaining a non-final resolution would impact an institution decision under the Vidal
Memo. Conversely, Director Vidal herself said exactly the opposite. See Volvo Penta
of the Ams., LLC v. Brunswick Corp., IPR2022-01366, Paper 15 at 6 (P.T.A.B. May

2, 2023) (Director Vidal) (remanding to the Board: “[T]hese claims [held invalid

12
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under 8§ 101] are subject to further judicial review and, therefore, are not finally
adjudicated™).

Here, HighLevel was prejudiced by reasonably relying on the Vidal Memo
and strategically filed IPR petitions, with the expectation of (1) quick resolution (2)
before technically-trained judges (3) with a particular standard of review and (4) no
Impact from its 8§ 101 argument in the parallel district court proceeding. The
USPTQ’s proffered alternative in the event of remand, see Appx11-13, Appx18-20,
is a shallow alternative that results in a more time-consuming, expensive, and
disadvantageous proceeding before the district court.

2. The AIA Is Silent on Retroactive Rulemaking

USPTO’s retroactive application of the new Hulu rule is fundamentally at
odds with core principles of due process and administrative law. The Supreme Court
has repeatedly emphasized that retroactive rulemaking by agencies is disfavored
and, absent clear congressional authorization, is impermissible. In Bowen v.
Georgetown Univ. Hosp., 488 U.S. 204, 208 (1988), the Court held
unequivocally: “Retroactivity is not favored in the law. Thus, congressional
enactments and administrative rules will not be construed to have retroactive effect
unless their language requires this result.” The AIA contains no express

authorization for retroactive rulemaking by the USPTO.

13
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The APA further prohibits agencies from engaging in retroactive rulemaking
unless Congress has clearly authorized such action. Courts have consistently held
that agency rules and guidance must be applied prospectively unless Congress has
spoken with unmistakable clarity. See Bowen, 488 U.S. at 208; De Niz Robles v.
Lynch, 803 F.3d 1165, 1172 (10th Cir. 2015) (“[A] statutory grant of legislative
rulemaking authority will not, as a general matter, be understood to encompass the
power to promulgate retroactive rules unless that power is conveyed by Congress in
express terms.”). The AlA is silent on retroactive rulemaking,! and thus, USPTO’s
retroactive application of the Hulu rule is ultra vires.

The controlling standard for retroactivity is “whether the new provision
attaches new legal consequences to events completed before its enactment.”
Landgraf v. USI Film Prods., 511 U.S. 244, 269-70 (1994). The USPTOQO’s
application of the Hulu rule to HighLevel’s IPR petitions LV indisfably
retroactive—it attached new, adverse legal consequences to HighLevel’s prior
conduct—specifically, HighLevel’s reliance on the Vidal Memo in its strategic
decision regarding the timing of filing its IPR petition in parallel with its Rule 12

motion to dismiss based on § 101 in district court.? See Arkema Inc. v. EPA, 618

! The only sections of the Patent Act that mention retroactivity are sections 184 and
375. Thus, Congress knows how to grant retroactive powers to the USPTO.

2 Had HighLevel been operating under the Hulu rule instead of the binding Vidal
Guidance, it could have—indeed would have—strategically waited to file its § 101

14
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F.3d 1, 7 (D.C. Cir. 2010) (“If a new rule is ‘substantively inconsistent’ with a prior
agency practice and attaches new legal consequences to events completed before its
enactment, it operates retroactively.” (citation omitted)).

Permitting the USPTO to retroactively apply the Hulu rule of wholesale
discretionary denials not only violates the statutory text and legislative intent of the
AlA but also undermines the fundamental purpose of the patent system: to
incentivize efficiency and economy by providing clear, notice of the USPTQO’s
policies and procedures before the PTAB. Retroactive rulemaking would convert the
patent system from a tool for rational planning and counseling clients accused of
patent infringement into a minefield, penalizing defendants for failing to anticipate
Rules that did not exist at the time they made their decision to file a motion to dismiss
and, in parallel, a petition for IPR.

The result here, however—discretionary denial with a half-baked sentiment
that “102/103 defenses can be raised later in district court”—is contrary to the

statute, fundamentally unfair to defendants, and disruptive to the patent system.

motion, instead moving forward expeditiously with IPR petitions and once
instituted, filing for a motion to stay the Delaware district court case in its entirety
pending the outcome of the IPRs. If for some reason the district court case were to
continue (e.g., after an unsuccessful IPR based on the merits), then HighLevel would
have filed a 8 101 motion under Fed. R. Civ. P. 12(c). At least under that operative
scenario, HighLevel would not have suffered the prejudice that it has now by not
having its petitions addressed on the merits even when the patents asserted against
it are not finally invalid.

15
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Indeed, the AIA was enacted to prdeia ckar, efficient, and predictable framework
for challenging patents in par@llwith district courts, thereby promoting efficiencies
and reducing unnecessary litigation coStseH. R. Rep. No. 112-98, at 48 (IPRs
are a “quick and cost effec@valternativie] to litigation”)jd. at 46—47 (“The Act
converts inter partes reexamination fran examinational to an adjudicative
proceeding”);see also S. Rep. No. 110-259 at @D08) (IPRs are “a quick,
inexpensive, and reliable alternative to district court litigation”); 157 Cong. Rec.
3429-3430 (2011) (remarks of Sen. K§fAhmong the reforms that are expected to
expedite these proceedings [is] the shidim an examinational to an adjudicative
model”); H.R. Rep. No. 96-1307, 96th Conat,2—3 (1980) (stressing the need “to
have the validity of patents tested in Begent office where the most expert opinions
exist and at a much reducedst”) (report to accongmy H.R. 6933, authorizing
reexamination of patents). Retroaetivrulemaking injects uncertainty and
arbitrariness into the system. Abe Supreme Court recognized limandgraf
retroactivity raises special concernschese it “may unsettle expectations and
Impose burdens on past conduct.” 511 U.S. at 269 n.24.

Courts have repeatedly invalidated agyeactions that retroactively alter the
legal landscape to the detriment ofrtgs who relied on por guidance. For
example, inDurr v. Nicholson 400 F.3d 1375 (Fed. Ci2005), a veteran sought

review of the denial of his benefits claimthe Court of Appeals for Veterans Claims
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(“Veterans Court”). The Veterans Court dismissed his appeal as untimely. Id. at
1377. But the Veterans Court had amended its procedural rules after the veteran had
filed his notice of appeal and relied on these amendments to foreclose the veteran’s
appeal. Id. at 1378-79. This Court reversed, reiterating the settled principle that an
agency may not give retroactive effect to a regulation unless Congress has
“expressly” authorized such retroactivity. 1d. at 1380-82 (quoting Bowen, 488 U.S.
at 208). Because the Veterans Court’s enabling statute contained no grant of
retroactive rulemaking authority, this Court concluded that applying the new rule
would unlawfully vitiate a notice of appeal that was valid when filed—therefore
producing an impermissible retroactive effect. Id.

Relatedly, the D.C. Circuit explained in Stolz v. FCC that an agency must “put
claimants on fair notice” before applying a rule caused the claimant to “procedurally
forfeit a claim.” 882 F.3d 234, 239 (D.C. Cir. 2018). The court spelled out that “[i]f
an agency wants a procedural requirement to have the type of claim-foreclosing
consequence the FCC attached here, it needs to be explicit about the rule and upfront
about consequences of noncompliance.” Id. Similarly, in Cemex Inc. v. Dep’t of the
Interior, 560 F. Supp. 3d 268, 281-82 (D.D.C. 2021), the court explained that due
process requires agencies to take into account reliance interests when changing
course. See NetworkIP, LLC v. FCC, 548 F.3d 116, 122-23 (D.C. Cir. 2008)

(“[T]raditional concepts of due process . .. preclude an agency from penalizing a
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private party for welating a rule withouffirst providing adequate notice of the
substance of the rule.” (Quotation omitted)).

D. The Hulu Rule Contravenes AlA’s Statutory Framework and
This Court’s Precedent

When Congress enacted the America Invents Act (AlA) in 2011, it sought to
creat a streamlined, cost-effective altatime to district court litigation for
challenging the validity of mued patents. The legitlee record is clear that
Congress intended IPRs to be a specialized proceeding focused exclusively on
certain grounds of invalidity—specificallyhose based on prior art patents and
printed publications under 35 U.S.C. 882 and 103. This is reflected in the
statutory text of 35 U.S.C. § 311(b), which provides: “A petitioner in an inter partes
review may request to cancel as unpatentable 1 or manescbf a patent only on a
ground that could be raised under sattl02 or 103 and only on the basis of prior
art consisting of patents printed publications.”

In this same vein, the legislativeistory demonstrates that Congress
deliberately excluded challenges under 35 U.S.C. 88 101 and 112 from the scope of
IPRs. During the debates, lawmakers emphasized thatwBRsnot intended to be
a wholesale substitute faH district court defenses, brgther a targeted mechanism

to address the most common and objetyiwerifiable grounds of invalidity—
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anticipation and obwiusness based on prior For example, the House Judiciary
Committee Report on the AIA (H.R. Rep. No. 112-98, pt. 1, at 145-146 (2011))
explicitly states that “the grounds for inteartes review are limited to section 102
or 103 and only on the basis of prior art astiisg of patents or printed publications.”
This limitation was designed to ensure tif#Rs would be efficient, focused, and not
duplicative of the broader inquiries reserved for Article Il courts.

By restricting IPRs to 88 102 and 1@3pngress intended tcreate a clear
division of labor between thHeTAB and the district courts. The Federal Circuit has
recognized this statutory design, notingttfCongress made aldeerate choice to
limit the grounds available in IPR proceegls, reserving other defenses, such as
those under § 101, for district court litigatio®éeg.g., Ingenicpl36 F.4th at 1365.

The Hulu rule, however, contravenes thag¢sign by effectively requiring
petitioners to forgo viable § 101 defens=mly in the case when also pursuing
meritorious 8 102/103 defenses in platalPR proceedings. The rule thus
undermines the carefully crafted balametween the USPTOnd Article Il courts
and imposes unnecessary soshd burdens on petitionersontrary to the AIA’s

purpose of providing an effient alternative to litigation.

3 Indeed, Congress enacted the post grant review (B@Rixe, which unlike IPR,
provides for all statutory defenses, 35 &8 321(b), but has a smaller window of
availability. Compare35 U.S.C. § 311(c)(ith 8§ 321(c).
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Allowing the USPTO to impose procedural hurdles that frustrate access to
IPRs, threatens to irreparably harm not only individual parties like HighLevel but
also the integrity of the patent system as a whole. It erodes public confidence in the
fairness and predictability of patent adjudication, as parties can no longer rely on the
clear statutory framework established by Congress. The writ is necessary to restore
the notice, transparency, and deliberation that Congress built into both the APA and
the AIA, ensuring that the PTAB remains faithful to its limited, congressionally
mandated role.

CONCLUSION

For the foregoing reasons, Petitioner respectfully requests that the Court issue
a writ of mandamus directing the USPTO and its Acting Director to vacate the
denials of institution in IPR2025-00234 and IPR2025-00235, to apply the rules and
guidance in effect at the time of Petitioner’s filing, and to refrain from
retroactively applying the + X O X rule to Petitioner’s pending IPR. Alterrelirythe
Court should order the USPTO to hold the institution decisions in abeyance

pending final resolution of the related Federal Circuit appeal on § 101 invalidity.

Respectfully submitted,

/s/ Robert F. Shaffer
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