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Patent Trial and Appeal Board

USPTO issues memorandum regarding PTAB consideration of prior
adjudications of patent claims challenged in AIA trial proceedings
Today, the United States Patent and Trademark Office (USPTO) issued a memorandum that applies to
patent claims being challenged before the Patent Trial and Appeal Board (PTAB) in an America Invents Act
(AIA) trial proceeding, or substantially similar patent claims, that have already been adjudicated before the
Office, in district court, or at the U.S. International Trade Commission. The memorandum explains that the
PTAB will consider a prior adjudication and, if the PTAB’s decision on a finding of fact or conclusion of law
is different, then the PTAB will explain why a different outcome is warranted. A more detailed explanation
will be required when the PTAB decision involves the same or substantially similar prior art and arguments
that were presented in the other proceeding.  

To help the PTAB with its assessment, parties to an AIA proceeding will be required to apprise the PTAB of
developments regarding validity or patentability adjudications in matters identified as related matters
under 37 C.F.R. § 42.8(b)(2). The PTAB’s scheduling order (or a revised scheduling order) in the AIA trial
proceeding will communicate this requirement to the parties.

Learn more about this memorandum and other resources related to proceedings before the PTAB.
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Having trouble accessing links in this email? Your email server security software may be altering the links.
Contact your IT or email administrator and ask them to "allow-list" links-1.govdelivery.com and links-
2.govdelivery.com to ensure you can access all content in this communication.

Stay connected with the USPTO by subscribing to regular email updates. Visit our subscription center at
www.uspto.gov/subscribe to update or change your email preferences.

This email was sent from an unmonitored mailbox. To contact us, please visit our website
www.uspto.gov/about/contacts. To ensure that you continue to receive our news and notices, please
modify your email filters to allow mail from subscriptioncenter@subscriptions.uspto.gov.
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